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Art Unit: 1771 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entltled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States 

trirn^' 'PP"^^"* P^*^"*' ^" internationarappSbn filed the 

treaty defined in section 351(a) shall have the effect under this subsection of a national aoDlicaSon 
published under section 122(b) only if the international application designa^ng the SnfteStes was 
published under Article 21(2)(a) of such treaty in the English language or 
Sp^n«n?If ^h^"*®'' r" 3"/PP"«^at'on for patent by another filed in the'united States before the 
applicant for patent, except that a patent shall not be deemed filed in the UnJed 

t'St/S^dri^^ °" - ^PP"-tion fi.?under 



2. Claims 1,4,7-11,14, and 1 8 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Fujita et al (US 5,059,630). Since the claimed porous resin film 
contains 0 to 70% by weight of at least one of an inorganic fine powder and an 
organic fine powder, the examiner interprets that claim 1 requires nothing about the 
inorganic or organic fine powders. Fujita discloses a porous sheet obtained from a 
compound prepared by kneading composition comprising 1 00 parts of polypropylene 
and 50 parts of high molecular compound B-1 (column 6, lines 58-60), likewise, the 
composition having about 67% by weight of polypropylene. Fujita further teaches the 
composition including polyalkylene oxide (column 3, lines 41-43). The porous sheet 
has the porosity of 29% (column 6, line 67). The component B is prepared by 
addition reaction of alkylene oxide to polycarboxylic acid (column 4, lines 6-14). 
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With regard to claim 9, it Inas been held that the recitation that an element is 
"capable of performing a function is not a positive limitation but only requires the 
ability to so perform. It does not constitute a limitation in any patentable sense. In 
re Hutchison, 69 USPQ 138. Since Fujita is using the same hydrophilic 
thermoplastic resin, i.e., polyalkylene oxide to form a porous sheet as Applicant, it is 
the examiner's position that the water absorbency of the hydrophilic thermoplastic 
resin would be inherently present. 

With regard to claims 14 and 18, the recitations "a liquid absorber" and "an Inkjet 
recording medium" have not given patentable weight because it has been held that a 
preamble is denied the effect of a limitation where the claim is drawn to a structure 
and the portion of the claim following the preamble is a self-contained description of 
the structure not depending for completeness upon the introductory clause. Kropa v. 
Robie, 88 USPQ 478 (CCPA 1951). It is the examiner's position that Fujita 
anticipates the claimed subject matter. 
3. Claims1,4, 6, 8, 9, and 12-19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Suzuki et al (US 4,506,037). Suzuki discloses a resin foam 
comprising about 50 % by weight of thermoplastic resin (example 2). Suzuki further 
discloses the thermoplastic resin being a combination of polypropylene and polyvinyl 
alcohol that is a hydrophilic thermoplastic resin (column 2, lines 20-40). The foamed 
cells are uniform and have a diameter of not more than 0.8 mm. The fine powder 
has an average particle size of 1 .8 microns (example 3). The extruded sheet is 
stretching (column 10, lines 22-24). The resin foam has the skin layer on its surface 
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(column 9. lines 8-10). With regard to claims 14-19. see preamble rational with 
respect to claims 14 and 18 in paragraph no. 2. It is the examiner's position that 
Suzuki anticipates the claimed subject matter. 
4. Claims 1, 4, 6, 7-10. and 12-21 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Yamanaka et al (US 6.086,987). Yamanaka discloses a stretched 
resin film made of a blend being meld-kneaded in an extruder and comprising 70o/o 
by weight of polypropylene and 0.5 to 1 0 parts of the sufonate of an alkylene oxide 
adducts of monohydric alcohols (column 3. lines 43-45, and table 1). Tables 1-4 
show that the inorganic powder having an average particle size meeting the specific 
range required by the claims. The film has porosity of 40% (table 3). 
With regard to claims 13, 16, 18 and 19, Yamanaka discloses the synthetic paper 
useful as an Inkjet recording paper having a laminate film structure having a 
stretched film bonded to other film layers (column 6. lines 25-28, and 55-58). 
With regard to claims 14 and 15, see preamble rational with respect to claims 14 and 
18 in paragraph no. 2. 

With regard to claims 20 and 21 . Yamanaka discloses a water color ink being 

dropped to the recording paper (column 6. line 64 et seq.). 

It is the examiner's position that Yamanaka anticipates the claimed subject matter. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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fo^-^taZZTon^^^ T '^^^^^''^ ^'^'^•^^'^ - '-^<^"^^<^ - set 

the prior art are such th^the sub ect S ^"^ht to be patented and 

invention was made to a per3alroSrv skS^n t^^^ have been obvious at the time the 
Patentabil.y Shall not be Uved XtTn?;^i!:£ 

6. Claims 2, 3, and 5 are rejected under 35 U.S.C. 102(b) as anticipated by or. in the 

altemative. under 35 U.S.C. 103(a) as obvious over Fujita et al (US 5,059.630). 

Since Fujita is using the same process and the same thermoplastic resin to form a 

porous film and the amount of the hydrophilic thermoplastic resin employed meeting 

the specific range required by the claims, and further, the contact angle with water is 

related to the amount of the hydrophilic thermoplastic resin, it is the examiner's 

position that the contact angle with water of the porous sheet would be inherently 

present. In addition, since the porosity dictates the void distribution and the sheet of 

Fujita has the porosity meeting the requirement of the claims, it is the examiner's 

position that the pores per m2 on the surface would be inherently present. 

7. Claims 2. 3, and 5 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as obvious over Yamanaka et al (US 6.086.987). 

Yamanaka discloses the contact angle with water of the stretched film ranging from 

20° to 42°(column 7. line 1 1 ). The range of the contact angle with water overlaps 

with the presently claimed range. Alternatively, for the non-overlapping part of the 

ranges, such a variable would have been recognized by one skilled in the art to 

control the image qualities. As such, it would have been obvious to one having 

ordinary skill in the art at the time the invention was made to employ the porous 

resin film having the contact angle with water instantly claimed, since it has been 

held that where the general conditions of a claim are disclosed in the prior art. 
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discovering the optimum or workable ranges involves only routine skill in the art. In 
re Alter, 105 USPQ 233. With regard to claim 5, see inherency rational with claim 5 
in paragraph no. 5. 

8. Claims 1-6. and 13-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over ichinose et al (US 6.402,316). Ichinose discloses an Inkjet recording medium 
comprising a layer structure as follows, a substrate 1 01 , a porous inorganic particle 
layer 103, and a porous resin layer 102 (figure 2). Ichinose discloses a porous 
inorganic layer functions as an absorbing layer comprising inorganic particles and an 
organic binder (column 8, line 65 et seq.). The binder is a water-soluble polymer 
(column 10, lines 8-10). The mixing ratio of the inorganic particles to the organic 
binder is within a range of from 1 :1 to 30:1 (column 10, lines 20-22), likewise the 
amount of the organic binder in the composition is from 3% to 50% by weight. 
However, such a variable would have been recognized by one skilled in the art to 
impart the mechanical strength and control the degree of the ink absorbency of the 
porous inorganic particle layer. As such, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to employ the claimed 
amount of the organic binder, since it has been held that where the general 
conditions of a claim are disclosed in the prior art, discovering the optimum or 
workable ranges involves only routine skill in the art. In re Aller, 1 05 USPQ 233. 
With regard to claims 2 and 3, Ichinose is silent as to the contact angle with water. 
However, such a variable would have been recognized by one skilled in the art to 
control the degree of wettability to water of the porous inorganic particle layer. As 
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such, i, would have been ob^us to one ha,.ng ordinary skill in the art at the time 
the invention was made to enploy the porous inorganic particle layer having a 
Claimed contact angle, since i, has been held that where the genera, condiBons of a 
clalnn are disclosed in the phor art, discovehng the optimum or workable ranges 
involves only routine skill in the art. In re Alter, 1 05 USPQ 233. 
With regard to daims 4 and 5, Ichinose discloses the porous inorganic particle layer 
having a total pore volun^ from 0.1 to 1 .0 cc/g (column 9, lines 50-51). Ichinose 
does not specially disdose the porosity as well as the pore distribution. However 
such a variable would have been recognized by one skilled in the art to control me 
degree of the ink absorbency of the porous inorganic partide layer. As such, it would 
have been obvious to one ha^ng ordinary skill in the art at the time the invention 
was rr^de to employ the daimed porosity of the porous inorganic partide layer, 
Since i, has been held that where the general conditions of a claim are disdosed in 
the prior art, discovering the optimum or workable ranges involves only routine skill 
in the art. In re Aller, 105 USPQ 233. 

With regard to dalm 6. Ichinose disdoses the inorganic partide having a par.de 
diameter from 0.02 to 0.5 microns (column 10, lines 1-2,. However, such a variable 
would have been recognized by one skilled in the art to control the degree of the ink 
absorbency of the porous inorganic partide layer. As such, it would have been 
Obvious to one having ordinary sWII in the art at the «me the invention was made to 
employ the inorganic partide with a diameter instantly daimed, since it has been 
held that Where the general conditions of a claim are disdosed in the prior art. 
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discovering the optimum or workable ranges Involves only routine skill in the art. In 
reAller, 105 USPQ 233. 

With regard to claims 20 and 21, Ichinose discloses an Inkjet recording medium 
comprising a layer structure as follows, a substrate 1 01 , a porous inorganic particle 
layer 103, and a porous resin layer 102 (figure 2) wherein the porous resin layer is 
an ink-receiving layer (column 8, lines 54-57). 
9. Claims 1-6, and 13-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Akiyama et al (US 6,136,425). Akiyama discloses a printing material 
comprising a substrate, a support provided on the substrate wherein the support 
includes a void layer and a light sensitive layer provided on the void layer (abstract, 
column 6, lines 50-65). The void layer of Akiyama is analogous to the porous resin 
film of the claimed invention, the light sensitive layer of Akiyama analogous to the 
color fixing layer of the claimed invention. Akiyama discloses the void layer 
comprising the solid fine particle and a hydrophilic binder and the solid fine particle 
content ratio to the hydrophilic binder is 1 to 10 by weight (column 5, lines 25-30). 
However, such a variable would have been recognized by one skilled in the art to 
impart the mechanical strength and control the degree of the water absorbency of 
the void layer. As such, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to employ the claimed amount of the 
hydrophilic binder, since it has been held that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Aller, 105 USPQ 233. 
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With regard to claims 2 and 3, Akiyama discloses the void layer having the contact 
angle with water at 25° (column 5, line 37). 

With regard to claims 4 and 5, Akiyama discloses the void layer having a void 
volume not less than 0.5 to 40 ml/m2 (column 5, line 67). Akiyama does not 
specifically disclose the porosity as well as the pore distribution. However, such a 
variable would have been recognized by one skilled in the art to control the degree 
of the water absorbency of the void layer. As such, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to employ the 
claimed porosity of the porous inorganic particle layer, since it has been held that 
where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re Aller, 1 05 
USPQ 233. 

With regard to claim 6, Ichinose discloses the inorganic particle having a particle 
diameter from 0.003 to 10 microns (column 5, line 6). However, such a variable 
would have been recognized by one skilled in the art to control the degree of the 
water absorbency of the void layer. As such, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to employ the 
inorganic particle with a diameter instantly claimed, since it has been held that where 
the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re Aller, 105 
USPQ 233. 

Conclusion 
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10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hai Vo whose telephone number is (703) 605-4426. 
The examiner can normally be reached on Monday to Friday, 8:30 to 5:00 (EAST). 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Terrel Morris can be reached on (703) 308-2414. The fax phone 
numbers for the organization where this application or proceeding is assigned are 
(703) 872-9310 for regular communications and (703) 872-931 1 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 
308-0661 . 



HV 

August 8, 2002 
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SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1700 



